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DETAILED ACTION 



Claims 1-20 are pending. 
Applicants response dated February 4, 201 1 has been received and entered in 
the application. 

Upon careful consideration, the finality of the Office Action dated August 5, 2010 
has bee vacated due to applicant's persuasive arguments. 

Priority 

This application claims benefit of provisional application 60/428741 (dated 
11/25/2002). 

Action Summary 

Claims 1-20 are again rejected under 35 U.S.C. 103(a) as being unpatentable 
over Caisey et al. (US Patent No. 5587170), in view of Goodwin. (US Patent No. 
3819825) and further in view of Alexander et al. (US Patent No. 2892797) is withdrawn. 

Response to Arguments 

Applicants argue that the Examiner recognized that the primary reference Caise2 
neither teaches nor suggests treating greasy skin, the required silica/alumina 
composite, or the required thickening hydrocolloid. (Office Action at 9). Thus, the 
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primary reference is completely irrelevant to these invention methods. This argument 
has been fully considered and has been persuasive. However, Menda teaches a 
method of slowing the development of oily skin comprises applying to skin, which 
normally becomes oily, an oil-free suspension of pyrogenic colloidal silica (0.5-10 wt. 
%) in water (20-70 wt. %), a 2-4C aliphatic monohydric alcohol (25-75 wt. %) and an 
organic thickening agent (0.2-5 wt. %). Menda teaches that the hydrocolloids that are 
most preferably employed are the carboxymethyl celluloses and other thickening 
agents are polyvinylpyrrolidone, various acrylates, polyacrylaces (column 4, lines 55- 
65). Menda teaches that the thickener should be of the organic type and from 0-10% of 
the composition (column 8, lines 9-12). 

Applicants argue that Goodwinjequires formation of a white film on skin, 
followed by rinsing, to treat greasy skin. 1 et seq.). Such a multi-step process is 
significantly longer and more cumbersome than the simple application involved in the 
invention methods and, in fact, teaches away from the claimed "consisting of methods. 
Further, the fact that Goodwin teaches a composition which forms a white film on skin 
which must be removed demonstrates that Goodwin's compositions, and the ingredients 
therein, are completely different from the "leave-on" compositions used in the invention 
methods. This argument has bee fully considered but has not been found persuasive. 
It is irrelivent that the composition of Goodwin teaches that forms a white film on the 
skin and has to be washed off because the instant claims does not specify when the 
composition is leave on or washed off. Therefore, the claims of treating greasy skin 
have been met. Additionally, the multi-step process which is significantly long in the 
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teachings of Goodwin is irrelevant because the instant claims do not specify a time 
period in which the treatment of skin is accomplished. 

Applicants argue that Alexander does not teach or suggest treating greasy skin. 
This argument has been fully considered and has been found to be persuasive. 
However, in the new rejection Alexander is not included in the rejection and therefore 
the arguments are moot. 



Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Menda et al (U.S. Patent 4,000,317) and Caisey et al. (US Patent No. 5587170) of 
record, in view of Goodwin. (US Patent No. 3819825) of record and further in view of 
Miyazaki (EP 1 066 818) of record. 

Menda teaches a method of slowing the development of oily skin comprises 
applying to skin, which normally becomes oily, an oil-free suspension of pyrogenic 
colloidal silica (0.5-10 wt. %) in water (20-70 wt. %), a 2-4C aliphatic monohydric 
alcohol (25-75 wt. %) and an organic thickening agent (0.2-5 wt. %). Menda teaches 
that colloidal silicas indentified as Quso silicas, made by the Philadelphia Quartz 
Company, may be employed in partial replacement of the present pyrogenic silicas 
(column 3, lines 20-24). Menda teaches that the pyrogenic colloidal silica should be 
very small and uniformly in partical size (column 2, lines 17-20). Menda teaches that 
the particle size of the colloidal silica should be from 2 to 20 millimicrons, 
corresponding to the diameters of the spheres (column 2, lines 29-30). Menda teaches 
that the hydrocolloids that are most preferably employed are the carboxymethyl 
celluloses and other thickening agents are polyvinylpyrrolidone, various acrylates, 
polyacrylaces (column 4, lines 55-65). Menda teaches that the thickener should be of 
the organic type and from 0-1 0% of the composition (column 8, lines 9-1 2). Menda 
teaches that the pH of the composition should be between 3 and7, preferably between 
4-6. Menda teaches that proportions of colloidal silica as high as 25% can be 
employed and in some situation greater proportions are usable, generally the colloidal 
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silica comprises from 1 .5 to 1 0% of the liquid or solid composition (column 7, lines 9- 
13). 

Menda does not teach that the colloidal particles being a silica/alumina 
composite filler. 

Caisey et al. teach, in the abstract, use of a colloidal suspension based on 
inorganic fillers, which can be prepared by the sol-gel process as a cosmetic 
composition for treating the skin, hair and/or nails. In col. 1 lines 5-40, Caisey et al. 
disclose that skin treated with the colloidal suspension is more matt and thereby visually 
disguising wrinkles. In col. 2 lines 1-60, Caisey et al. disclose that the colloidal 
suspensions comprise metal oxide particles such as AI203, Ti02, Si02 etc... The metal 
oxide particles form the inorganic filler and the inorganic filler has a particle size of 
between 1 nm and 300nm and preferably 5nm to 1 0Onm. In col. 3 lines 1 0-35, Caisey et 
al. discloses that the colloidal suspensions can have the inorganic fillers in suspension 
in concentrations between 0.001-25% by weight and that the pH of the compositions is 
generally between 5 and 10. The compositions can also contain silicones, non-ionic 
polymers, polyvinyl alcohol, polyvinylpyrrolidone, polyvinylbutyral and/or glycerols. 
Caisey teaches that metal oxides confer a matt appearance on the skin (claim 3). 

Goodwin teaches a composition that treats oily skin comprising colloidal silica 
and a whole protein component of keratinaceious material (column 1 , lines 50 - column 
2, lines 1 -6). Goodwin teaches that the colloidal- silica suspension may vary from 1 0% 
to about 49% and the pH is in the range of 5.50 to 8.5 (column 4, lines 40-45). Goodwin 
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teaches that "Ludos HS-40" by E. I. du Pont de Nemours and company, and having a 
particle size range of 13-14 mu, pH 9.7, viscosity 17.5 centipoises, silica content 40.0 wt 
percent, specific surface are 21—230 sq. m. per gm., stabilized in sol form with sodium 
hydroxide as the alkaline agent in a ration of Si0 2 /Na 2 0 by weight of 93 (column 4, lines 
20-27). 

Miyazaki teaches a titanium oxide as well as Aluminum oxide (paragraph 0016) 
coating layer having the prespecified thickness can be obtained by dispersing a scaled 
substrate in water, and adding a prespecified quantity of metal salt such as titanyl 
sulfate into the solution for hydrolysis under alkaline atmosphere to have hydrolyte of 
the metal salt precipitated on a surface of the scaled substrate. , the silica coating layer 
with a prespecified thickness can be formed, for instance, by adding a prespecified 
quantity of aqueous Solution of alkali metal silicate or a prespecified quantity of organic 
silicon compound or the like into a dispersion of a scaled substrate with a coating layer 
having a higher refractive index than silica formed thereon, and further adding an acid 
or an alkali according to the necessity to have a silicate polymer (hydrolyzed 
condensate/polymer) deposited on a surface of the scaled substrate with the coating 
layer or layers having been formed thereon. It is noted that any other method may be 
employed for forming a silica coating layer (paragraph 0027). Miyazaki teaches that the 
composition has improved dispersive property of coloring pigments and excellent 
capability of adhering to the human skin in cosmetics (paragraph 0002). Myazaki 
teaches that the cosmetic according to the present invention includes at least one of 
various components included in ordinary cosmetics including, for instance, heavy 
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aliphatic alcohol; heavy aliphatic acids; oils such as ester oil, paraffinoil, and wax; 
alcohol such as ethylalcohol, propyleneglycol, sorbitol, and glycerin; moisturizing agents 
such as mucopolysaccharides, collagens, PCA salt, and lactates; various types of 
nonion-based, cation-based, anion-based, or amphoteric surface surfactants; gums 
such as Arabian gum, xanthane gum, polyvinyl pyrrolidone, ethylcellulose, 
carboxylmethylcellulose, carboxyvinyl polymer (paragraph 0037). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use a silica sol colloidal dispersion to formulate a composition for 
use in the treatment of skin as a mattyfying agent applied to an individual that has 
greasy skin as Menda and Caisey et al. compositions directed toward those uses 
respectively. It would have obvious to one of ordinary skill that the pyrogenic colloidal 
silica as taught by Menda could be substituted with any suitable silica sol such as the 
alumina/silica sol disclosed by Myazaki et al. One would have been motivated to use 
Miyazaki's alumina/silica sol due to its has improved dispersive property of coloring 
pigments and excellent capability of adhering to the human skin in cosmetics. 

For these reasons, the claimed subject matter is deemed to fail to be patentably 
distinguishable over the state of the art as represented by the cited reference. The 
claims are therefore, properly rejected under 35 U.S.C. 103. In light of the forgoing 
discussion, the Examiner concludes that the subject matter defined by the instant claims 
would have been obvious within the meaning of 35 USC 103(a). 
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From the teachings of the references, it is apparent that one of ordinary skill in 
the art would have had a reasonable expectation of success in producing the claimed 
invention. 

Therefore, the invention as a whole was prima facie obvious to one of ordinary 
skill in the art at the time the invention was made, as evidenced by the references, 
especially in the absence of evidence to the contrary. 



Conclusion 

Claims 1-20 are rejected. 
No claims are allowed. 

Communication 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KATHRIEN CRUZ whose telephone number is 
(571)270-5238. The examiner can normally be reached on Mon - Thurs 7:00am - 
5:00pm with every Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brandon Fetterolf can be reached on (571) 272-2919. The fax phone 
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number for the organization where this application or proceeding is assigned is 571 - 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/KATHRIEN CRUZ/ 
Examiner, Art Unit 1628 

/Brandon J Fetterolf/ 

Supervisory Patent Examiner, Art Unit 1628 



